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REMARlffl 

The specification has been amended. Claims 1, 10 and 16 have been amended in order to 
improve the form thereof, but these amendments do not affect the intended scope thereof 
Claims 1-20 are pending in the application. In view of the foregoing amendments^ and the 
ranazks that follow. Applicants lespectfijlly nquest reconsideKatioa. 

Objection to Drawinpa 

The OflBce Action objected to the drawings on the ground that Figure 2 shows a mmory 
identified by reference numeral 21 0, but paragraph [001 2] of the specification refers to this 
memory not only with reference numeral 2 1 0, but also with reference numeral 224. The 
foregoing amendment to fee specification modifies paragraph [0012] to chaise reference 
nraneral 224 to 210, so that the specification now uses only reference numeral 21 0 to refer to the 
memory. This amendment merely conforms the specification to originally-filed Figure 2, as 
permitted by MPEP §2163.06. In light of this amendment, it is respectfiUly submitted that 
Figure 2 and the specification are now consistent, and that there is no longer any probican that 
would r^uiie any change to Figure 2. The original drawings are thus Relieved to be acceptable, 
god notice to that eSect is respoctfiiily requested. 

Independent Claim 1 

Independent Claim I stands rejected under 35 U.S.C. § 1 02 as anticipated by Wang U.S. 
Patent No. 6.789,03 1 . This ground of rejection is respoctfiilly traversed, for the following 
reasons. The PTO specifies in MPEP §2131 that, in order for a reference to anticipate a claim 
under §102, the reference must teach each and eveiy element recited In the claim. Claim I of the 
present application expressly recites; 
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©stablishing a process pai amcter foi manufacturing a 
semiconductor product prior to receiving manu&cturtng feedback 
regarding the process parameter, . . , inclyding: 

calculotiiig (he proceiss parameter baaed on the retrieved 
inibnnation. 

The technique disclosed in the Wang patent is different. In particular, the Wang patent 
discloses a method of comparing two separate processes in order to determine whether they are 
statistically equivalent. The calculation in Wang starts with a parameter that is characteristic of 
the two selected processes, end the calculation in Wang ends with a determination that the two 
processes either (1) are statistically equivalent or (2) are not statistically equivalent. The 
calculation in Wang does not yield a process parameter that is subsequently used to carry out 
either of the two processes. Stated diiferentlyt the calculation in Wang uses a process parameter 
as an input, but does not produce a process parameter as an output. 

In contrast. Claim 1 of the present application relates to a single process, rather than a 
comparison of two different processes. Further, Claim 1 recites calculation of a process 
parameter to be used in subsequently carrying out the process. Wang does not disclose anything 
comparable to die limitations firom Claim 1 that have been quoted above. Wang thus does not 
disclose each and every element recited in Claim 1 « and thus does not meet the requirement 
discussed in MPEP §2131. Claim 1 is therefore not anticipated under §102 by Wang. 
Accordingly, Claim 1 is believed to be allowable over Wang, and notice to diat effect is 
respectfiitty requested^ 

Independent Claim tq 

Independent Claim 10 stands rejected under 3S USC $103 as obvious in view of & 
proposed combination of teachings ftom the Wang patent and fiom Slddmoi^ U.S. Patent No. 
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6p622,102. This ground of rejection is respcctfuHy traversed. The PTO recognizes in MPEP 
§2142 that: 

The examiner bears the initial burden of factually supporting any 
prima facie conclusion of obviousness. If the examiner does not 
produce 9l prima facie case, the applicant is under no obligation to 
submit evidence of nonobviousness. 

ApplicmitB respectfully submit that Wang and Skidmore fail to establish a prima ikcia case of 
obviousness under §103 vnihreqmllo Claim 10. for the mutually exclusive reasons that are 
(fiscassed below. 

THE PROPOSED COMBINATION DOESNT TEACH THE CLAIMED SUBJECT MATTER 

Hie proposed oombination of Wang end Skidmore does not teach the subject matter of 
ClaimlO. The provisions of MPEP §21 42 spedfy with i^pect to §103 that: 

To establish a prima facie case of obviousness . . . the prior art 
refemce (or references when cotnbined) must teach or suggest all 
fbe claim limitations. (Emphasis added). 

The PTO considers this requuemeot to be important, as evidenced by die fact that this exact 
language appears not only in MPEP §2142, but also in other sections of the MPEP, including 
MPEP §706,020) and MPEP §2143. AppUcants' Claim 10 includes a imitation of: 

detemuning a process parameter value to be used in 
manufacturing a semiconductor product prior to receiving feedback 
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regarding the manufaoturing, wherein the process parameter is 
associated with a specific technology, . • « including: 

calculating a mean . . and 

using the mean as the process parameter. 

He Office Action asserts that these Umitatioos fiom Claim 10 are met by the Wang patent. 
However, as discussed above in association with Qaim 1 » Wang does not teach or suggest 
subject matter comparable to tiiese limitations fiom Clahn 10. As to Skfdmore, the OfliGe 
Action does not ttdy on Skidmoxe fbr teachings that would meet these quoled limitations ficm 
Claim 10. histead, the Office Action idies on SIddmore fordificrent teadiings, namdy the 
selection of one or more part identifiei^^ Consequentiy. the proposed combination of teachings 
set forth in the Office Action does not indude anything comparable to the limitations fium 
Claim 10 that have been quoted above. In other words, even when Qie indicated teadiings fiom 
Wang and Skidmore are combined, they fail to satisfy the requirement of MPEP §2142 tfiat tiie 
combined teachings must collectively ''teach or suggest att the claim limitaticms* (emphads 
added). Therefore, for ttue independent reason alone^ it is respectfully submitted that Claun 1 0 
is not obvious under § 103 in view of Wang and SJddmore^ and notice to that efiect is lespectMly 
requested. 

NONANALO0OU5 ART CANNOT BE USED TO ESTABUSH OBVIOUSNESS 

For the puxpose of trying to establish a prima fiwie case of obviousness under 35 U.S.C. 
§103, only sfislfigsua prior art can be considered. In this regard, MPEP §2141.01(a) specifies 
that, for a reference to be "analogous" prior art that can be considered under § 103, it must be 
ddier (1) in the field of Applicants* endeavor or (2) reasonably pertinent to die particular piobl»i 
with which the inventor was concerned. The provisions of §214l.0l(a) go on to explain that, 
although tiie PTO classification system carries a small amount of weight in determim'ng what is 
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relevant, the similarities and differences in structure and function carry far greater weight. In this 
regard, §214L01(a) discusses a specific example^ and slates that: 

The court also found the reference was not reasonably pertinent to 
the problem with which the inventor was concerned because a 
person having ordinary skill in the art would not reasonably have 
expected to solve the problem of dead volume in tanks for refined 
petroleum by considering a reference dealing with plugging 
undeiground formation anomaliies. 

In fhe present situation, and as discussed abov^ the problem that Applicants faced was 
detennining a process parameter to be used in manufacturing a product. Neither Wang nor 
Slddmore recsogniaees or discusses this particular problem. To the extent that Applicants' iield of 
eodc«vor is detenniidng a process parameter to be used in manufacturing a product, and to the 
extent tfutt a person of ordinary skill in the ait would not reasonably have expected to solve this 
ppoblcm by considering either Wang or Skidmore. it is respectfully submitted that neither Wang 
nor Skidmore is within Applicants' field of endeavor, and ttwt ndttier la reasonably pertinent to 
the particular problem with which the inventors were concerned. In the words of the MPEP, 
Wang and Slddmore are "not reasonably pertinent to the problem with which the inventor was 
ooncemed because a person having orditiary skill in die art would not reasonably have expected 
to solve the problem or determining a process parameter to be used in manufacturing a product 
by considering Wang and/or Skidmore. Accoidingly, it is req>ectfully submitted that neither 
Wmg nor Skidmore is what the FTO considers to be "analogous*' prior art, and that neither can 
properly be used in an attempt to estabUsh a prima facie case of obviousness under §103. 
OonseciueDtly. the Examiner's burden of Actually supporting a prima fiicLe case of obviou&nesa 
has clearly not been met For this reason alone, it is respectfully submitted that the pending §103 
rejection of Qaim 1 0 must be vafhdrawn, and notice to that effect is respectfbUy requested. 
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THE COMBINATION OP REFERENCES JS IMPROPER 

There is yet wiothcr reason why Wang and Skidmorc cannot be combiDed in the proposed 
manner to fcjecl Claim 10 under §103. In this regard, MPEP §2142 provides that: 

To reach a proper detennination under § IQ3, the examiner must 
step backward in time and into the shoes worn by the hypothetical 
**|)er8on of ordinary skill in the ait" when fhe invention was 
unknown and just befbie it was tnade. . . . Knowledge of 
applicants disclosure must be put aside in reaching this 
detennination, , , , impermissible hindsight must be avoided, and 
(he legal conclusion must be reached on the basis of the facts 
gleaned from the prior art. 

The MPEF further provides at § 214101 that: 

The mere fact that refCTenceaoan be combined or modified does 
not render fhe resultant combination ob^ous unless the prior art 

also suggests die desirability of the combination Although a ^ 

prior art device "may be capable of b^g modified to run the way 
the apparatus is claimed, there must be a suggesfion or motivation 
in the reference to do sor (Emphasis in orig^al). 

As discussed above, ndflier Wang nor SUdmore has any teadiings relevant to determining a 
process parameter to be used in manufitcturing a product. Consequently, even if a person skilled 
in the art was considering these two references, there is nothing in the prior ait that would 
motivate such a person to modify Wang so as to introduce some&ing lhat is not in either Wang 
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or Slddraore, namely "dctennining a process parameter to be used in manufacturing a 
semiconductor product''. The present §103 rejection of Claim 10 is therefore incomplete, 
because it fails to demonstrate auitablc naotivation as required by the MPEP, In effect, the §103 
rejection is based on hindsight of the present invention, rather than on motivation properly 
derived fiom what was known prior to the present invention. Accordingly* for this indqjcndcnt 
reason alone^ it la respectfully submitted that Claim 10 is not rendered obvious under 9103 by 
Wang and Slddmore, and notice to that effect is respectfully requested. 

In view of the various difierant reasons di^cuased above, it ia xespectiully submitted diat 
Claim 10 is not lendeied obvious under § 103 by Wang and Skidmote. Claim 10 is therefore 
believed to be allowable, and notice to that effect is respectfully requested. 

Indeoendcnt Claim 16 

Independent Claim 1 6 stands rejected under 3S USC §1 03 as obvious in view of a 
proposed combination of teadiings from the Wang patent and from Skidmore U,S, Patent No, 
6,6224102. This ground of rejection is respectfully traversed. As discussed above^ the PTO 
recognizes in MPS* §2142 that: 

The examiner bears the initial burden of factually supporting any 
pr/#tta>2id> conclusion of obviousness. Ifthe examiner does not 
produce fi prima facte case, the applicant is under no obligation to 
submit evidence of nonobviousness* 

ApplicBnia respectfully submit that Wang and Skidmore fail to establish a ptixna fiuaa case of 
obviousness under § 103 with respect to Claim 16, for the nmtually exclusive reasons tfiat are 
discussed bdow. 
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THE PROPOSED COMBINATION DOESNT TEACH THE CLAIMED SUBJECT MATTER 

The proposed combination of Wang and Skidmore does not teach the subject matter of 
Claim 16. The provisions of MPEP §2142 specify with respect to §103 that; 

To establish a prima facie case of obviousness , • . the prior art 
reference (or references when combined) must teach or suggest aU 
the claim limitations* (Emphasis added)* 

The PTC considers this requirement to be important, as evidenced by the fact that this exact 
language appears not only in MPEP §2142, but also in odier sections of the MPEP, including 
MPEP §706.020) and MPEP §2143. Applicants' Claim 16 recites a system that includes; 

a portion for detennining a process parameter value to be 
tised in manufiu:turing a semiconductor product prior to receiving 
fbedback regarding the manuficturing, the portion of the system 
including: . . . 

a plurality of software instructions including: . . , 

instructions for calculating a statistical value • . and 

indtrucUons for definimg the process panuneter vaSue based 
on the statistical value. 

Tbe Office Action asserts fhat Oiese limitations from Claim 1 6 are met by the Wang patent 
However, as discussed above in assodation with Qaim 1» Wang does not teach or suggest 
subject matter comparable to tiiese limitations from Claim 16. As to Skidmoie, the Office 
Action does not rdy on Skidmore for teachings that would meet these quoted limitations fiom 
Claim 16. Instead, the Office Action f^ies on Skidmore ibr different teaching namdy a 
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database configured to store infounation identifying a plurality of parts. Consequently, the 
proposed combination of teachings set forth in the Office Action does not include anything 
comparable to the limitations from Claim 1 6 that have been quoted above. In other words, even 
when the indicated teachings fiom Wang and Skidmore are combined, thi^ &{( to satisfy the 
requirement of MPEP §2142 that the combined teachings must collectively "teach or suggest fill 
iht claim limilations'* (emphasis added). Therefore, for this independent reason alone, it is 
respectfully submitted that Claim 16 is not obvious under § 103 in view of Wang and Skidmoie, 
and notice to that effect is respectfully requested. 

NONANALOOOUS ART CANNOT BE USED TO ESTABLISH OBVIOUSNESS 

For the purpose of trying to estabJisb a prima &eie case of obviousness under 35 U.S.C. 
§103, only analogous prior art can be considered In this regaid» MPEP §2141 .01(a) specifies 
tb^ fi>r a reference to be ''analogous'* prior art ihai can be considered under §1 03, it must be 
eidker (1) in the field of Applicantsf endeavor or (2) reasonably pertinent to the particular problem 
with which the inventor was concerned. The provisions of §2141 .01 (a) go on to explain that, 
alttiough the PTO dassificatlon system carries a small amount of weight in detenmning what is 
relevant^ die similarities and difTerences in structure and ftinction cany far greater wdgbt In this 
regafd, §214L0l(a) discusses a qsecific example, and states that: 

The court also found die reference was not reasonably pertinent to 
the problem with which the inventor waa concerned because a 
person having ordinary skill in the art would not reasonably have 
expected to solve the problem of dead volume in tanks for refined 
petroleum by conudering a reference dealing with plugging 
underground fbnnation anomalies. 
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In the present situation, and as discussed above, the problem ±at Applicants feced was 
dctetittinij^gapioceaspajameteitobeusedinmanw^^ Neither Wang nor 

Slridmore recognizes or discusses this particular problem. To the extent that Applicants* field of 
endeavor is detennining a process parameter to be used in tnanu&cturing a ptoduct, and to the 
extent 4at a perron of ordinaiy skill in the airt ^ould not reasonably have expected to solve this 
problem by considering either Wang or Skidmore, it is respectfully submitted ttiat neiflier Wang 
nor Skidmore is withm Applicants' field of endeavor, and lhat ncl&er ia reasonably pertinent to 
Hio particular ^blem with wWdh the inventors were concerned^ In the worda of the MPEP. 
Wang and Skidmore are "not reasonably pertinent to the problem with which the inventor was 
conceined because a person having ordJnaiy skilJ in the art would not i^asonably have expected 
to solve flie problem of dctcnnining a process parameter to be used in manufacturing a product 
by considering Wang and/or Skidmore. Accordingly, it is respectfully submitted that neither 
Wang nor Skidmore is what the PTO considera to be "analogous" prior art, and that neither can 
properly be used in an attempt to establish a prima fkcie case of obviousness under §103. 
Consequently, ttie Examinees burden of fiictually supporting a prima fade case of obviousness 
has cleariy not been met For this reason aIone» it is respectfiilly submitted that the pendix^ § 1 03 
rejection of C3aim 1 6 must be withdrawn, and notice to that effect is respectfully requested. 

THE COMBINATION OP REFERENCES IS IMPROPER 

There is yet anothn reason wl^ Wang and Skidmore cannot tie combined in the ]»oposed 
manner to reject Claim 16 under §103. In this regard, MPEP §2142 provides that 

To reach a proper detmoination under §103, the examiner must 
step badcword in time and into the shoes worn by the hypothetical 
'^person of ordinary skill in the ait** when the invention was 
unknown and just before it was made. « . , Knowledge of 
applicant's disclosure must be put aside in reaching this 
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determination, . . . impermissible hindsi^t must be avoided, and 
the legal conclusion must be reached on the basis of the facts 
gleaned fipom the prior art 

The MPEP further provides at § 2143.01 that: 

The mere fact that references sa& be combined or tnodified does 
not render the resultant combination obvious unless the prior art 
also suggests the desirability of the oombtnation, . . . A^Ithough a 
prior art device '^y be capable of being modified to run the way 
the apparatus is claimed, there must be a suggestion or motivation 
in the reference to do 80". (Emphasis in original). 

As discussed above, neither Wang nor Skidmore has any teachings idevant to determiniiig a 
process parameter to be used in manuftcturing a product Consequently* even if a person skilled 
in the art was considering these two references, there is nothing in the prior art that would 
motivate such a person to modify Wang so as to introduce something that is not in dther Wang 
or Sfcidmore, namely ^'determining a process parameter value to be used in manufhcturing a 
semiconductor product". The present § 103 rejection of Claim 16 is therefore inconq)lete, 
because it Ms to demonstcate suitable motivation as required by the MPEP. In effect, the § 103 
rejection is based on hindsi^t of the present invention^ rather than on motivation properly 
derived fiom what was known prior to the present invention. Accoitiingly, for this independent 
reason alone, it is respectfully submitted that Claim 16 is not rendered obwoua under §103 by 
Wang and Skidmore, and notice to that effect is respectfully requested. 

hi view of the various dif&TMit reasons discussed shoves, it is resqyectfully submitted tiiat 
Claim 16 is not rendered obvious under §103 by Wang and Skidmore. Ctoim 16 is tberefi^re 
believed to be allowable^ and notice to that efibct is respectfully requested. 

19 



PAGE 2QQ2 ' RCVD AT 7/25/2005 3:17:19 PM [Eastern Dayli^^ 



Haynes and Boone. LLP 7/25/2005 2:19 PAGE 21/22 Richardson 



RcplytoOffiM Action of June 30, 2005 Customer No. 42717 

Dependettt Claims 

aaims 2-9, Qaims 1 J-1 5. and Qaims ] 7-20 respectively depend fiom aoim 1, Claim 10 
aod Claim 1 6, aod are also believed to be dis&ict bom the ait of rcconJ, for example for the 
same reaaons discussed above with respect to Gaims 1,10 azid 1 6, respectively. 

Conclusion 

Based on the foregoing, it ia respectfully submitted that all of the pending claims are fully 
allowable, and favorabte reoonsideratton of this application is «icrefore respectfully requested. If 
the Examiner beUevcs that examination of the present application may be advanced in any way 
by a telq»hone confbrencCt the Examiner is invited to telephone the utJdersigncd attorney at 
(972)739^647. 
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Althou^ Applicants believe that no fee is due in association wifli the filing of Ms 
Response, the Commissioner is hereby authorized to charge any additiona] fee required by ^is 
paper, or to credit any overpayment, to Dqiosit Account No. 08-1 394 of Hsytvti and Boone LU». 



Date: My2S,200S 

HAYNES AND BOONE. LLP 
901 Street^ Suite 31 00 
Dallas, Texas 75202>3789 
Tel^hone: (972) 739-6900 
Facsimile: (2M)20(K08S3 
File: 24061.121 

Enclosures: None 
R-1U299 



AppL No. lQ/802,2<8 

Reply to OfiScc Action ofJmt 30. 2005 



Attorney Docket No. 2003-0710 / 2406M21 
CiutonerNa 4271? 




Registratidfi No. 30.222 
(972)739-8647 



21 



PAGE 22/22*RCVDAT7/2SI20ll5 3:17:19PM [Eastern Daylight riine]'SVR:USPT(^^ 



